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REMARKS 

Entry of the amendments is respectfully requested. Claims 1-4 have been amended. 
Claims 5-8 have been added. Claims 1-8 are pending in the application. Favorable 
reconsideration and allowance of this application is respectfully requested in light of the 
foregoing amendments and the remarks that follow. 

1. Amendments to the Specification 

The specification has been amended to correct minor typographical errors found upon a 
review of the application. 

2. Objection to the Claims 

Claims 1-4 stand objected to because of various informalities. Claims 1-4 have been 
amended, without narrowing the claims, to delete "characterized by" from these claims. 
Withdrawal of the objection is requested. 

3. Claim Rejections under 35 USC § 1 12 

Claims 1-4 stand rejected under 35 USC § 1 12, second paragraph, as being indefinite. 
Claims 1-4 have been amended to delete the word "type" per the Examiner's request. 
Accordingly, withdrawal of the rejection is requested. 
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The claims have also been amended, without changing their scope, to place them into 
better performance with preferred USPTO practice. 

4. Rejections Based on the Prior Art 

a. Recapitulation of the Invention 1 

The invention relates to an air suction device of a surface boat. The air suction device or 
air intake system has a filter element of paper arranged in an air suction passage of an engine. 
The filter element is composed of a core made of a filter material such as a nonwoven material 
and one or more air permeable waterproof sheets arranged at least the upstream side surface, and 
possibly both the upstream and downstream surfaces, of the core. The waterproof sheets protect 
the core from the water that could otherwise soak the core during operation of the boat and 
degrade the filter element's performance. 

b. Rejection of Claims 1-4 Under 35 USC 103(a) 

The rejection of claims 1-4 as unpatentable over Mashiko et al. (U.S. 6,454,622) in view 
of Sjogreen (U.S. 5,815,881) is respectfully traversed, because, inter alia, there is no teaching or 
suggestion to combine or modify the references to produce the claimed invention. MPEP 
§2143.01. Furthermore, even if the references were combined, the invention would not result. 
The Examiner correctly recognizes that Mashiko et al. fails to disclose an air suction device that 
includes a filter element having a permeable waterproof sheet upstream of the filter element's 

1 This Section 4a is intended to provide the Examiner with some background information on the state of the art and 
applicant's contribution to it. It is not intended to distinguish specific claims from the prior art. That task is 
performed in Section 4b below. 
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core. The Examiner cites Sjogreen to cure this deficiency. However, Sjogreen cannot cure this 
deficiency. 

Mashiko et al. discloses a watercraft 30 having an internal combustion engine 32 (col. 6, 
lines 51-52). The watercraft 30 also includes a pair of air ducts or ventilation ducts 70 on both 
sides of the bow portion 54 so that ambient air can enter an internal cavity 40 therethrough. 
Except for the air duct 70, the engine compartment is substantially sealed so as to protect the 
engine 32 and other components from water, (col. 7, lines 37-52). Air is introduced into a 
plenum chamber 124 through a pair of air inlet ports 160. A filter assembly 162 defines the inlet 
port 160. The filter assembly 162 comprises an upper plate 154, a lower plate 166, and a filter 
element 168 interspersed between the upper and lower plates 164, 166. (col. 10, lines 19-24). 
Foreign substances in the air are removed by the filter element 168. (col. 10, lines 56-57). 

• As the Examiner acknowledges, the filter element 168 of Mashiko et al. does not 
meet the requirements of the filter element of claims 1-4. 

Most notably, the filter element 168 of Mashiko et al. lacks one or more permeable 
waterproof sheets arranged as claimed in each of the independent claims 1-4. Nor would such 
sheets necessarily provide any benefit in Mashiko's filter element 1 68. Because the air inlet 
ports 160 are formed at the bottom of an intake box 122 of the engine 32, water and/or other 
foreign substances are unlikely to enter the plenum chamber 1 24. In addition, part of inlet ports 
160 are defined as ducts 170 extending into the plenum chamber 124. (col. 11, lines 39-45). 
Hence, the problem addressed and solved by the present invention is not of particular concern to 
Mashiko. 
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To the extent that hindsight might somehow render the claimed waterproof sheet 
desirable in Mashiko, Sjogreen cannot be relied upon to cure the resulting deficiency. Sjogreen 
not only relates to an entirely different type of system, but, like Mashiko, fails to disclose the use 
of a waterproof permeable sheet in combination with a filter core. 

Sjogreen discloses a universal wet vacuum cleaner having a coarse filter 8 which picks up 
coarse foreign matters such as matches, coins, clips, and the like. (col. 4, lines 38-40). The 
vacuum cleaner has a second filter 10 that protects an outlet pipe 9 that guides air in the direction 
indicated by the arrows b of Figure 1 to the center of air pump 11. Air is forced from the air 
pump 1 1 through pipe 14 tangentially into cyclone 15. Through nozzle 22, further liquid is 
injected in order to ensure that the mixture of water and foreign matters remain easy- flowing so 
that it can be pumped into the liquid container 4 and so that foreign matters do not adhere to the 
turbine wheel and cyclone, (col. 4, lines 39-52). 

Liquid is injected into the air stream to moisten all foreign matter in the air stream. 
Liquid circulates and is filtered continuously during use. The foreign matter is separated in pick- 
up tray 7 via the coarse filter 8 or subsequently separated in the cyclone 15. (col. 5, lines 5-10). 
As can be seen from Figure 1, liquid also runs through filter 10. It is not seen why one skilled in 
the art of boat intake air filtration would look to the art of vacuum cleaners when solving 
problems associated with air filtration, rendering all of Sjogreen's disclosure of limited 
relevance, at best. 

It should also be noted at this point that the Examiner apparently has misconstrued the 
claims. The claims do not recite a waterproof filter element but, instead, recite a filter element 
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having a core that may not be waterproof and a protective waterproof sheet upstream of the core. 
(New claims 5-8 additionally require that the core be made of a non-woven material). Replacing 
Mashiko's core with a waterproof filter element would not produce a system conforming with 
the claimed invention because Sjogreen's filter element is not described as comprising a core and 
a waterproof sheet. 

In addition, the filter element of Sjogreen cannot be used as an air intake filter for a 
surface boat. If a filter element made of waterproof material of the type disclosed in Sjogreen 
and commonly used in vacuum cleaners were used for a surface boat, the thickness of the filter 
element would have to be increased dramatically to have sufficient rigidity to withstand the high 
water pressure encountered by surface boats. This thickening would substantially reduce the air 
permeability of the filter element, thereby reducing the engine's power. 

These problems are avoided in the present invention by using a potentially thinner core 
and protecting that core with a permeable waterproof sheet arranged at least at the upstream side 
surface of a core. Thus, the engine power is prevented from being reduced. Sjogreen lacks any 
suggestion whatsoever of employing the combination of such a waterproof sheet and a core. 

In light of the foregoing, withdrawal of the rejection of claims 1-4 is requested. 
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CONCLUSION 



It is submitted that claims 1-8 are in compliance with 35 U.S.C. §§ 112 and 103 and each 
define patentable subject matter. A Notice of Allowance is therefore respectfully requested. 

No fee is believed to be payable with this communication. Nevertheless, should the 
Examiner consider any other fees to be payable in conjunction with this or any future 
communication, the Commissioner is authorized to direct payment of such fees, or credit any 
overpayment to Deposit Account No. 50-1 170. 

The Examiner is invited to contact the undersigned by telephone if it would help expedite 



Dated: August 11, 2003 

BOYLE FREDRICKS ON NEWHOLM 

STEIN & GRATZ S.C. 
250 Plaza, Suite 1030 
250 East Wisconsin Avenue 
Milwaukee, WI 53202 
Telephone: (414) 225-9755 
Facsimile: (414) 225-9753 
Customer No. 23598 



matters. 



Respectfully submitted, 



Timothy E. Newholm 
Registration No. 34,400 
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